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Colo. D. C. Colorado District Court 

D. C. App. District of Columbia Court of Appeals 
Del. D. D. Delaware District Court 

Hi-D: C. Illinois District Court 

Mass. Sup. Jud. Massachusetts Supreme Judicial Court 
Mo. D. C. Missouri District Court 

N. Y. Sup. New York Supreme Court 


Pa. Com. Pleas. Pennsylvania Court of Common Pleas 
Pat: On. U. S; Patent Office 


US © Gi U. S. Circuit Court of Appeals 
U.S.C. C. P. A. U.S. Court of Customs and Patent Appeals 
U. $. ek <. United States District Court 
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DIGEST OF CASES—PART II 


DIGEST OF CASES, 1945—PART II 


I. TRADE-MARK GENERALLY. 
7 1. NATURE OF TRADE-MARK RIGHTS. 
§ 1. Charter of Right. 


a. Definition. 





One who adopts a trade-name for use in his business and builds upon it public good will ac- 
quires a property interest in both the trade-name and the good will which equity will protect. 11 





Ownership in trade-mark cannot be acquired without use and affixation of the mark in inter- 
state commerce. 208 


The use of a trade-name by one person in the conduct of a business is not to be enjoined at 
the instance of another person unless the latter shows that, by the use of the name, the former has 
put on the semblance of the latter and has or will thereby deceive the public to the harm of the 
latter. 297 

§ 2. Extent of Right. 












a. As to Territory. 
Where plaintiff used the trade-name “Wilshire” in California only, he cannot enjoin defendant 
from using it in 45 States in good faith. 79 


Department store under name Alexander’s Department Stores, Inc., “doing large business in 
Bronx County held entitled under Section 964 of the Penal Code to an injunction restraining de- 
fendants from conduction of a department store in Brooklyn under the same name. 121 


Where plaintiff has used “Blindcraft’” only in California and other Western States he may 
not enjoin defendant’s innocent use of the same mark for fourteen years in Missouri. 163 


The right to the exclusive use of a mark is limited to the territory where it has been es- 
tablished. 211 


Owner of trade-name has a right to come into new territory as against a license who adopted 
use of plaintiff’s trade-name in such territory in bad faith. 238 


2. WuHat May BE A TRADE-MaRK. 






§ 1. Descriptive and Generic Terms. 


The word “Co-Ed” held descriptive as applied to women’s dresses and hence cannot be 
monopolized to the exclusion of its use by others on other garments worn by women, such as 
slips. 2 













The words “Basketweave,” used as a trade-mark for safety paper, such as bank checks, 
rickets, vouchers, etc., held descriptive of the goods and hence unregistrable. 31 


“Breakfast Bread” held unregistrable for merchandise wrappers, particularly bread wrap- 
pers. 75 


“Blindcraft” is a generic term not conveying particular origin or ownership of product. 163 








Term “Pacific” in connection with a trade-mark for canned crabmeat held descriptive. 195 


A descriptive mark is not a valid technical trade-mark. Mark “Royal” is descriptive and 
incapable of protection in the absence of secondary meaning. 215 





Held “V-8” is non-descriptive when used on the container of a vegetable juice cocktail. 277 
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Held “Over-Tone” is descriptive of a solid dry cake of cosmetic preparation used registration 
is invalid. There is consequently no infringement. 319 


§ 2. Color. 


In selecting for its soft drink and beverage syrup the same color as that used by plaintiff in 
marketing its soft drink and syrup, defendant held guilty of unfair competition and was restrained 
from the further use of the said color and of the words “Polo Kola.” 9 


A color design, not restricted to a use of a defined or specific color is not registrable under the 
Act. 132 
§ 3. Proper Names. 
“Nodor-Graph” as used on pens held not confusingly similar to “Inkograph” as used on pencil 
pointed pens. 81 


Where nation-wide secondary meaning has been built up for the name “Brooks” in connection 
with tailored clothes defendant corporation will be enjoined from using the name “Brooks 
Clothing of California, Ltd.,” particularly since that was not the name of anyone connected with 
defendant corporation. 99 


Where a person cannot use his own name without representing his goods as those of another, 
he may be enjoined from using his own name in business. 180 


§ 4. Marks Publici Juris. 


Plaintiff, a wholesale manufacturer of dresses sold under the prior adopted mark “Your Heart 
Throb Fashion—U Must Try Me On,” held not entitled to restrain defendant from the use on 
its dresses, similarly sold, the words, “Original Heartbeat Casual,” in as much as the word 
“Heart” appearing in both marks is publici juris, the respective labels were identified by several 
distinguishing features and there was no evidence of confusion of customers. 16 


§ 5. Use on Reconditioned Goods. 


Plaintiff’s spark plugs cannot be sold in second hand market in a fundamentally altered form, 
under the plaintiff’s trade-mark, without doing violence to that which the trade-mark proclaims; 
defendant should show that they have repaired a used article of designated origin and that de- 
fendants stand sponsor for the repairs they have made. 294 


3. Tite to A TRADE-MarkK. 


§ 1. Assignment and Devolution. 


Right to exclusive use of a trade-name is not lost by permission granted to a local agent to 
use such name. 238 


§ 2. Abandonment. 


Defendant having failed to prove any intent by plaintiff to abandon its mark, its was held that 
there was no abandonment. 6 


4. INFRINGEMENT. 


§ 1. Elements. 


In marketing a soft drink under the name “Polo Kola” defendant held guilty of trade-mark 
infringement with plaintiff, which had for many years put out a similar soft drink under the name 
“Coca-Cola.” 9 


The burden is on the plaintiff to show that defendants are conducting their business in such a 
manner as to mislead the public into believing it is trading with plaintiff. Actual deception of 
public need not be shown. 297 
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Held plaintiff is entitled to injunctive relief where the clear and fair inference from all the 


; testimony is that defendant deliberately adopted trade-name “Berkey” with full knowledge of 
Bi plaintiff's use of the trade-name “Berkley.” 362 
4 § 2. Conflicting Marks. 


The following marks are held to conflict: 









“Ge FN bd heh eeie kdaceectisiscdasckesdiaweset eee 135 
wT CEE Te errs Me ey ee 248 

“Pane GAME FORE 5 Sh hh ee i eked oka Rae te neon euseweueses 331 

“a eee Sle "Pe TA nik incidences cease Bernini 36 

WEP EOE oh os bh od Shed wdwdasaesTeeaNTee cde h Reh aoewee ieee 70 

Eee Ga Ce A “GIS eke bin casiivchwencdcwaccacwerigeueakeunecosaoue 336 

“Gee Ge Se eI hee iahec ie cadednen EEE ce ttecc tenet eee eee 174 

“Greco COO Se ~ EOREY SS CINCNE COGN ox csc oii dies ai cede eaeaeadeeewenes 237 

“Ce Ge TS bbeik du eines cn nnnieeendadesskisecciteeeeta 9 

“Cole ae,” ae “H: Hi” “Tims Serie TO noi inks be hs as cdoussin 21 

“CReRAGrE SUE RUOMIIOUE hos cddc cava caunemcateie vues eceGteaeenaeeeeeaaeea 332 

“PEG, SE CUMOOEN 6d cine bdseta Cawdindwliadue ede tedessehaesawe ceeneeuenn 262 

Ee ME POOR ak back Wee Se Sw kcawer when can veseees Sede e sade wanees 63 

EG FRE GE bis kdkeidinidessinsusesiiacicictivc Rane Ave 303 

“ive eee” «Gla PO IO ons Ssicicccdiwsiaatawcsecutdasewdeweensad 34 

ERCee Gol Sir SEP CI Sed ieeen dv cedsd ewkewacseland eo wcestieee eee 302 

“Fee” aed “Cae THR WOOD ov aivi ee sccdsadicsseivivnndtindhee 331 

“rn ‘Ergur,” “Eracas HiGae” a “Sree IG a ons ois hoe eke Sates ees 334 

“Industry and Power” and “Industry and Welding” ...................cceeeeeeees 123 

: EE A CN sc dea ddddnednrsardakedeesnmieeverksckiastcasdeeieeaee 34 
) EE LGU INO Sa" 4 deca aisips naree nua ae ara ame eae ouee aiice iad ak glue Sie eee 249 
“Lice” and “Lana” ad “Linens TO ook cick ccidcdvdccctsusnnss 11 

“ST CN io iainccde iso aes hes cates eSseatixeeteecanitemseanan 35 

, “EE See I GE “TI ink hs ae nkaceedeecantecadsdansGaieienanees 333 
, SR We Ee OE kok deok awed er nnéeecedtersbehaesreo taken 372 
: “Marbelle,” “Marcelle,” “Marabelle,” “Marble” and “May Belle” .................. 372 
4 “Peeme spray, “Ocess Soray” and “Northiett Stay” oon cssndecck cckateunsens 195 
“ee DONE GH) TROUE WONNO SiSice dsiwadeswcccdcaue Vokea cis aee oe eee ewe 83 
EE bi ck hea vn vdewerecdksades vadseiediaesacde ede 9 

POG ee” SE ee AO INU one os dec eecse eedcancatedcdwnseuaneses 184 
Na dik inc cei Sewndcensseshhd edsendudanenaiuebeneeanen 62 

0 GIG OE” MOTION | kas dx kis he aeeES ivddie cata bins MeeNusccauuaaeeaeuel 61 
8 IN: “GUN eR OI ein iid Grew atmasaraiaidl num tin acare ware mal are eon Seana 334 
“IECI SOE EUG NE OIG SONNO ci wivdeled ernie taeewarecacues necmacewaneeel 71 

i EEE eC eT Te ee 84 

at TE EE «ha. Vi. datennsddkads wes dewpebads aweiwesuses veda eee 37 
6 I OO oink ci cn ccbu sdsacdnassbbavesstsecuiinss eds ae 84 
SE ME CIES ods cindaun.s ced be ceadbcoweswaedasksdbaeneaeee 184 

A I a ssiak ress ich ieesdncdsi on memati 85 

ee Oe NI oii 56 bce win cidwncerndewekeeinenesesebeansaanebe 374 

“Sweetie,” “Wheaties,” “Sweetheart” and “Vanilla Sweeties” ...................6. 249 

rk Te Se RE bn iS ea nnddddapadtegaaedsaenassaeake thankaesus eae 36 
ne Oe ee I aii os ck has secnndncntdasenerreriasa dese 333 
9 RE GE BOI ox cb cwseteddedeceacdacsrnessacasendsansacessane 46 
La CO CT innscicissedscassqissasrinikiiensmanaiern 335 
of Oe I ND iiss awsatiaedinnisvesdssesnGesieenraeva vase diesasoon 332 





“Vibro-Centric” and “Speedi-Centric” 
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“Woodi-Kin,” “Noma Woodies” and “Woodi” 
“Your Heart Throb Fashion” and “Original Heartbeat Casual” 


The following marks are held not to conflict: 


“Air Chief” and “Airline” 

“Biasnet” and “Beaband” 

“Cheer Up” and “7 Up” 

“Corduroyal” and “Cordolite” 

“Dailymade,” “Daily Milk,” “Daily Growth” and “Daily-Egg” 
“Demon” and “Demon Grip” 

“Elroy” and “Taloco” 

“Kraftsman” and “Letho Craftsman” 

“Kutwell” and “Kutkon” 

“Kux-Kwik” and “Kwik-Soup” 

“Lan-O-Sheen” and “Lustersheen” 

“Miss Co-Ed by Wonder-Mail” and “Co-Ed” Dresses 
“Nidor-Graph” and “Inkograph” 

“Pediglo” and “Pechglo” 

“Poly-Vi-Caps” and “Polycaps” 

“Seal-fast” and “Seal-cote” 

“Stams” and “Stamina” 

“Toptater” and “Ton Ten” 

“Western’s Dura-Gloss” and “Sandura” 

“World War II in Pictures” and “Pictorial History of the Second World War” .... 


An ocular companion of the exhibits decides the issue of whether defendant’s use of “Sky 
Mail” on stationery infringes plaintiff’s “Sky-Rite” and device of globe and airplane. Held or- 
dinary reasonable purchaser would not be misled and deceived. 350 

§ 3. Goods of Same Descriptive Properties. 

The following goods are held to have the same descriptive properties : 

Agricultural and horticultural fungicides (used principally on golf courses); and 


fungicidal power (used as inhibitive of “athlete’s foot” and used, inter alia, in the 
locker rooms of golf clubs). Hosiery and panties, slips, night dressts, etc 


Goods of Same Descriptive Properties. 

Concentrated medicinal materials for use as food supplements in supplying deficiencies 
of vitamins and minerals; and medicinal preparation for internal use, said prepa- 
rations consisting of a metabolic stimulant and cell-activating agent particularly 
useful in the treatment of diseases due to deficiency in diet 


Dentures and tooth powder 

The following are held to be goods of different descriptive properties : 
Anti-freeze compound and chemical, medicinal or pharmaceutical preparations 
5. Suits ror INFRINGEMENT. 


§ 1. Jurisdiction. 


In the absence of federal registration, federal court has no jurisdiction over common law in- 
fringement action unless there is a diversity of citizenship. 119 


§ 2. Pleading and Practice. 


Not finding defendant guilty of trade-mark infringement or unfair competition, the court 
did not deem it necessary to pass upon the validity of plaintiff's mark. 2 
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The fact that, in applying to register the words “White Knight” as a trade-mark, the plain- 
tiff wrongly stated it had used the same since 1914, held not to preclude it from obtaining injunc- 
tive relief. 6 


Where, in a suit by appellee to cancel a federal trade-mark registered by appellant, appellee 
petitioned the District Court for a subpoena duces tecum to compel Harris, an officer of appellant, 
to produce certain designated records, and where the latter official refused to comply with said 
order, and moved to dismiss on the ground that the court had no appellate jurisdiction, being 
limited to final decisions, held that the order appealed from is not a final decision within the 
meaning of the statute so far as the parties to the principal suit are concerned, the motion to dis- 
miss was, accordingly, sustained and the appeal dismissed. 26 


Scope of motion under rule 12 (8) of the Federal rules. Where defendant’s pleading in trade- 
mark infringement suit is discursive and vague plaintiff held entitled to bill of particulars setting 
forth clearly and accurately a statement of defendant’s claim. 60 


No action under R. S. 4915 lies against opposing party unless interference preceding has re- 
sulted in favorable ruling to opposer. 129 


Where prior suit is pending between the same parties in another circuit instant action should 
be stayed; simultaneous filing of action under R. S. 4915 in two different circuits. 159 


R. S. 4915 suit between interfering trade-mark applicants is a trial de nova. 208 


Former judgment of court final and conclusive not only as to matter actually determined but 
also as to every matter which parties might have litigated at that time. 221 


Where it appears in a R. S. 4915 suit that defendant had prior use of trade-mark, complaint 
must be dismissed even though defendant’s use may not have been exclusive. 227 


§ 3. Evidence. 


Where opposer fails to show that he has any right, title, or interest in the trade-mark which 
is the basis for opposition or acts as agent for the true owner of such mark, the opposition cannot 
be sustained. 143 


Exhibit of newspaper advertisement, without adequate details, is of negligibile probative value, 
even for the purpose of corroboration or refreshing the memory. 267 


One who seeks to prove priority of ownership and use of a trade-mark over the application 
date of a registered mark must do so by a preponderance of the evidence. Testimony should not 
be characterized by contradictions, inconsistencies, and indefiniteness but should carry with it 
conviction of its accuracy and applicability. 267 


The burden is on the plaintiff to show that defendants are conducting their business in such 
a manner as to mislead the public into believing it is trading with plaintiff. Actual deception of 
public need not be shown. 297 


The burden of proof rests heavier in proving first use in trade-mark cases than the usual 
preponderance of evidence required in civil cases, for plaintiffs must establish their contentions 
by evidence so cogent as to leave no reasonable doubt in the mind of the court that the trans- 
actions occurred substantially as stated. 314 


Motion for leave to move for partial new trial and introduce as new evidence illegality of 
plaintiff’s trade-mark registration desired, the defendant’s right to employ plaintiff’s trade-mark 
under the circumstances shown not defending upon whether registration thereof was proper. 360 

§ 4. Defenses. 


a. Fraud and Misrepresentation. 
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One of the limitations of the doctrine of unclean hands is that the wrong-doing of the plain- 
tiff must have been in reference to the very matter in controversy. 18 


Fraud and misrepresentation where plaintiff carried on its custom tailored business under the 
name “Dundee Woolen Mills, Custom Tailors” and featured the slogan “No Middleman’s 
Profits,” whereas he had no connection with any woolen mills, nor with any middleman, plain- 
tiff came into court with unclean hands and his relief was conditioned on his eliminating from his 
name and advertising the misleading name and slogan. 18 


b. Laches. 


Where defendant’s business was carried on openly and notoriously for a number of years to 
the knowledge of plaintiff, the latter is entitled to injunctive relief but not to damages or profits 
during such period. 99 


The court may consider the defense of laches in a suit for registration under R. S. 4915. 208 


Where defendant has notice of plaintiffs’ rights, and refuses to cease use of the mark and 
name, intention to trade on plaintiffs’ reputation and good will is presumed. 288 


§ 5. Relief. 
a. Injunction. 


In selecting for its soft drink and beverage syrup the same color as that long used by plain- 
tiff in marketing its soft drink and syrup, defendant held guilty of unfair competition and was 
restrained from the further use of the said color and of the words “Polo Kola.” 9 


Department store under name “Alexander’s Department Stores, Inc.,” doing large business in 
Bronx County held entitled under Section 964 of the Penal Code to an injunction restraining de- 
fendants from conducting a department store in Brooklyn under the same name. 121 


Where a person cannot use his own name without representing his goods as those of another, 
he may be enjoined from using his own name in business. 180 


Where plaintiffs’ trade-mark “Atlas” and trade-name “Atlas Diesel” have acquired secondary 
meaning held defendant’s use of name “Atlas Diesel School, Inc.,” should be enjoined. 288 


The use of a trade-name by one person in the conduct of a business is not to be enjoined at 
the instance of another person unless the latter shows that, by the use of the name, the former 


has put on the semblance of the latter and has or will thereby deceive the public to the harm of 
the latter. 297 


Use of red collar on defendant’s goods, and words “stop nut” which were generic before plain- 
tiff began to use them, enjoined in order to avoid confusion, it having been established that users 
of the plaintiff’s products rely upon these indicia to distinguish them. 353 


Held plaintiff is entitled to injunctive relief where the clear and fair inference from all the 
estimony is that defendant deliberately adopted trade-name “Berkey” with full knowledge of plain- 
tiff’s use of the trade-name “Berkley.” 362 


b. Damages. 


Even though lower court found willful infringement on defendant’s part, plaintiff not entitled 


to recover profits where none were made or to recover substantial damages where none sus- 
tained. 231 


c. Accounting of Profits. 


An award of accounting for willful infringement determines only that plaintiff may recover 
profits and damages if he can establish them by actual proof. 231 
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d. Motion for Summary Judgment. 


An ocular comparison of the exhibits decides the issue of whether defendant’s use of “Sky 
Mail” on stationery infringes plaintiffs’ “Sky-Rite” and device of globe and airplane. Held 
ordinary, reasonable purchaser would not be misled and deceived. 350 


II. REGISTRATION OF TRADE-MARKS. 


1. Errect oF REGISTRATION. 


§ 1. Under Act of 1920. 


Owner of 1920 Act registration cannot claim protection thereunder since it did not have ex- 
clusive use of mark for year prior to registration. Mere registration does not confer greater 
rights than common law without registration. 79 


2. THe APPLICATION. 


§ 1. Consent to Register. 


Patent Office will not consider “consent” to registration by opposer when public interest de- 
mands refusal of registration. 46 


§ 2. Date of Use. 


The fact that, in applying to register the words “White Knight” as a trade-mark, the plain- 
tiff wrongfully stated it had used the same since 1914, held not to preclude it from obtaining in- 
junctive relief. 6 


The burden of proof rests heavier in proving first use in trade-mark cases than the usual 
preponderance of evidence required in civil cases, for plaintiffs must establish their contentions 
by evidence so cogent as to leave no reasonable doubt in the mind of the court that the trans- 
actions occurred substantially as stated. 314 


§ 3. Disclaimer. 


Notation “Wings Comics,” the word “Comics” being disclaimed, held unregistrable as mark 


for a “Magazine of Cartoons” in view of previous registration of the word “Wings” for a period- 
ical publication. 97 


§ 4. Right to Oppose. 


Where opposer fails to show that he has any right, title, or interest in the trade-mark which is 


basis for opposition or acts as agent for the true owner of such mark, the opposition cannot be 
sustained. 143 


§ 5. Abandonment. 


Defendant having failed to prove any intent by plaintiff to abandon its mark, it was held that 
there was no abandonment. 6 


3. REGISTRABLE MARKS. 


§ 1. Descriptive and Generic Terms. 


“Seal-fast” held not confusingly similar to “Seal-Cote,” both words held descriptive and 


isenets of qanctaabew ape aos ccs cnic cece csccssiessicicasatenssekeds 82 

The following marks are held descriptive of the goods and hence unregistrable: 
CS ee CINE: gc ciccuvccavcsddddieraneasdetvabedssekesianaeeeeen 337 
ee Se OU oss cwadnccsotseviwschaeatebeaesausssbanoat decel 31 
Semen SUN IS a Fe Ge I oo ask visi cinnsncccdacddcncvacasducioestetel 163 


“Breakfast Bread” for merchandise wrappers, particularly bread wrappers 
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er re Se ae ee 
“Co-Ed” for Women’s Dresses 

“Continental” for phonograph records and radio receiving sets and cabinets 
“Electronic Ear” for hearing aid devices 

“Eutectic” for chemical preparations 

“Golden Rock” for sulphur 

“Hotel World-Review” for newspaper for hotel and restaurant trade 
“Peanut” for insecticides and fungicides 

“Pneudraulic” for “hydraulic riveters” and “shock struts” 

“Robe-N-Hood” for infants’ garments 

“Sea Suds” for soap powder 

“Shu Hose” for foot protection 

“White Knight” on mattresses and Bed Springs 


The following marks are held not to be descriptive : 


“Pechglo” for underwear and hosiery 

“Sienna Pink” for granite 

“V-8” for containers of vegetable juice cocktail 
“Bezon” for vitamin concentrate 


§ 2. Proper Names 


The following word is held to be merely the name of an individual; and hence unregistrable : 
“Smith.” 38 
§ 3. Functional Feature of Goods 


A trade-mark consisting of a herringbone design stamped or painted on casting baits, giving 
the bait a fishy appearance, held to be a functional feature of the goods and hence not entitled to 
registration. 


§ 4. Geographical Terms 


The following words are held to be merely geographical and hence unregistrable: 


“Bombay Water” for a drink 

“Key Largo Rum” associated with a picture 
“Mid-West” for abrasive materials 

“Old English” for cheese 

“Richwood” for household furniture 


A geographical name, like “Dundee,” may come to signify a different style, design and work- 
manship in suits and clothing, and one who adds a new meaning to such words should have the 
exclusive right to use them in this acquired sense. Plaintiff, therefore, who had for 26 years 
conducted a tailoring business in Reading, Pennsylvania, under the name “Dundee Woolen 
Mills, Custom Tailors,” held to have identified the name “Dundee” to the public exclusively 
with his business. 18 


The words “Old English” refused registration as a trade-mark for cheese on the ground that 
they are merely geographical. 78 


The word “Antartica” held merely geographical and hence unregistrable. The fact that ant- 
artica is uninhabited and so cannot be the origin of the product, and the use of the term is ac- 
cordingly fanciful, held irrelevant as court cannot read such exception into the plain language 
of the act. 30 


§ 5. Conflicting Marks. 


“Blexin” used on Vitamin B preparation held confusingly similar to “Betaplexin” for similar 
preparation. 70 


“Rox Rox Salve” used as chest salve held confusingly similar to “Roche Salve.” 71 
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§ 6. Corporate Names. 


In determining whether entire corporate name has been appropriated, such terms as “Inc.” or 
“Company” must be ignored. Name is not printed in “distinctive manner” where there is noth- 
ing unusual or particular about the appearance or the arrangement “Esquire” for use on ham- 
burger molding machine held unregistrable over oppostion of “Esquire” Magazine. 94 


§ 7. Coined Terms. 


“Calle” and “Calox” are both coined terms which have no dictionary definitions and are de- 
void of suggestiveness. Both words are entireties. 264 


4. INTERFERENCE. 


§ 1. Evidence. 


“Letter of Consent” filed by registrant will be ignored by Patent Office where confusion of 
the public may result regardless of whether the proceeding is inter partes or ex parte. 50 


Exhibit of newspaper advertisement, without adequate details, is of negligible probative 
value, even for the purpose of corroboration or refreshing the memory. 267 


5. OPposiTION. 


§ 1. The Opponent. 


Where opposer fails to show that he has any right, title, or interest in the trade-mark which is 


basis for opposition or acts as agent for the true owner of such mark, the opposition cannot be 
sustained. 143 


§ 2. Pleading and Practice. 
In the absence of federal registration federal court has no jurisdiction over common law in- 


fringement action unless there is diversity of citizenship. 119 


Validity of plaintiff’s trade-mark cannot be determined on motion for temporary injunction, 
but motion should be denied where serious doubt exists as to the mark’s validity. 154 


§ 3. Revised Statutes 4915 Suits. 
No action under R. S. 4915 lies against opposing party unless interference proceeding has 
resulted in favorable ruling to opposer. 120 


Where prior suit is pending between the same parties in another circuit instant action should 
be stayed; simultaneous filing of action under R. S. 4915 in two different circuits. 178 


R. S. 4915 provides for trial de novo on all questions; Patent Office decision not res 

judicata. 178 
§ 4. R.S. 4915 Suit Is Trial de nova. 

Former judgment of court final and conclusive not only as to matter actually determined but 

also as to every matter which parties might have litigated at that time. 221 


Where it appears in a R. S. 4915 suit that defendant had prior use of a trade-mark, complaint 
must be dismissed even though defendant’s use may not have been exclusive. 227 


§ 5. Evidence 


One who seeks to prove priority of ownership and use of a trade-mark over the application 
date of a registered mark must do so by a preponderance of the evidence. Testimony should not 
be characterized by contradictions, inconsistencies, and indefiniteness but should carry with it 
conviction of its accuracy and applicability. 267 


Motion for leave to move for partial new trial and introduce as new evidence illegality of 
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plaintiff’s trade-mark registration denied, the defendant’s right to employ plaintiff’s trade-mark 
under the circumstances shown not depending upon whether registration thereof was proper. 360 


§ 6. Wrongful Use of Registration Legend. 


Use of phrase “Reg. U. S. Pat. Off.” on cartons and labels after denial of application for regis- 
tration held to constitute misrepresentation to the public and is sufficient to bar equitable 
relief. 314 


6. CANCELLATION. 
§ 1. Pleading and Practice. 


a. Petition for Subpoena Duces Tecum. 


Where, in a suit by appellee to cancel a federal trade-mark registered by appellant, appellee 
petitioned the District Court for a subpoena duces tecum to compel Harris, an officer of ap- 
pellant, to produce certain designated records, and where the latter official refused to comply with 
said order, and moved to dismiss on the ground that the court had no appellate jurisdiction, being 
limited to final decisions, held that the order appealed from is not a final decision within the mean- 
ing of the statute so far as the parties to the principal suit are concerned. The motion to dismiss 
was, accordingly, sustained and the appeal dismissed. 26 


b. Motion Under Rule 12 (F) Federal Rules. 


Where defendant's pleading in trade-mark infringement suit is discursive and vague plaintiff 
held entitled to bill of particulars setting forth clearly and accurately a statement of defendant’s 
claim. 60 


III. UNFAIR COMPETITION. 
1. NATURE AND BAsIs OF WRONG. 


§ 1. Definition. 


The law guards the good will of a business and will protect the owner and the public against 
unlawful injury through unfaiy competition. 11 


One who adopts a trade-name for use in his business and builds upon it public good will ac- 
quires a property interest in both the trade-name and the good will which equity will protect. 
However, one who may have some right or title to the use of a name will not be justified in adopt- 
ing it for business use if the probable effect of so doing will be to lead the public to suppose that, 
in purchasing his goods, they are purchasing those of another. 11 


The use of a trade-name by one person in the conduct of a business is not to be enjoined at 
the instance of another person unless the latter shows that, by the use of the name, the former 
has put on the semblance of the latter and has or will thereby deceive the public to the harm of 
the latter. 297 


The action for unfair competition exists as separate and apart from any statutory rights, the 
trade-mark law being but a part of the broader field of the unfair competition action. The 
Trade-Mark Act of 1905 was not intended to change the common law principles as embodied in 
the field of unfair competition. 318 


The determination of invalidity of a registration is not the disposition of the issue of unfair 
competition. 319 


§ 2. When Present. 


A nice discrimination is not expected from the ordinary purchaser and neither actual confusion 
nor actual frauduleat intent need be shown where the probable tendency of defendants’ conduct 
is to deceive the public and pass off their merchandise or business for that of the complainant. 11 
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§ 3. Intent. 


It is unnecessary for plaintiffs to show actual deceit where it appears that deceit is prob- 


able. 288 


Where defendant has notice of plaintiffs’ rights, and refuses to cease use of the mark and 
name, intention to trade on plaintiffs’ reputation and good will is presumed. 288 


2. UNFAIRNESS IN COMPETITION. 


§ 1. Imitating Color. 


In selecting for its soft drink and beverage syrup the same color is that long used by plaintiff 
in marketing its soft drink and syrup, defendant held guilty of unfair competition, and was re- 
strained from the further use of the said color and of the words “Polo Kola.” 9 


§ 2. Alteration of Goods. 


Plaintiff’s spark plugs cannot be sold in second hand market in a fundamentally altered form, 
under the plaintiff's trade-mark, without doing violence to that which the trade-mark proclaims ; 
defendants should show that they have repaired a used article of designated origin and that 
defendants stand sponsor for the repairs they have made. 294 


§ 3. Name. 


a. Personal Names. 


Where nationwide secondary meaning has been built up for the name “Brooks” in connec- 
tion with tailored clothes defendant corporation will be enjoined from using the name “Brooks 
Clothing of California, Ltd.,” particularly since that was not the name of anyone connected with 
defendant corporation. 99 


b. Proper Names. 


Where a person cannot use his own name without representing his goods as those of another, 
he may be enjoined from using his own name in business. 18) 


c. Corporate Names. 


Defendant Lester Leibman, in calling himself Liebman and competing with plaintiff, J. B. 
Liebman & Company, under such name, also by displaying on his store front the sign “Liebman’s 
Toyland,” long used by plaintiff, and in otherwise featuring the name “Liebman” in his adver- 
tising held guilty of unfair competition, and was enjoined from selling merchandise in the city of 
Burlington, New Jersey, and in the State of New Jersey, south of saia city under the name 
“Liebman’s” or L. Liebman Co.” 11 


Plaintiff I. J. Fox, Inc., entitled to injunctive relief against Fox Fur Co., Inc. 52 


In determining whether entire corporate name has been appropriated, such terms as “Inc.” or 
“Company” must be ignored. Name is not printed in “distinctive manner” where there is noth- 
ing unusual or particular about the appearance or the arrangement. “Esquire” for use on ham- 
burger molding machine held unregistrable over opposition of “Esquire” Magazine. 94 


d. Trade Names. 


Dunhill, being a widely known trade-name for smoking material may not be appropriated as 
name for a restaurant. 236 


The use of a trade-name by one person in the conduct of a business is not to be enjoined at 
the instance of another person unless the latter shows that, by the use of the name, the former 
has put on the semblance of the latter and has or will thereby deceive the public to the harm of 
the latter. 297 
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e. Similar Name. 


Plaintiff, a wholesale manufacturer of dresses sold under the prior adopted mark “Your 
Heart Throb Fashion—U Must Trye Me On,” held not entitled to restrain defendant from the 
use on its dresses, similarly sold, the words “Original Heartbeat Casual,” in as much as the word 
“Heart” appearing in both marks is publici juris, the respective labels were identified by sev- 
eral distinguishing features and there was no evidence of confusion of customer. 16 


Owner of restaurant “Chicken Coop” held entitled to enjoin use of name “Topsy’s Chicken 
Coop” on competitive establishment. 237 


An ocular comparison of the exhibits decides the issues of whether defendant’s use of “Sky 
Mail” on stationery infringes plaintiffs’ “Sky-Rite” and device of globe and airplane. Held 
ordinary. 350 


Held “Corette” for laides’ slips does not compete unfairly with “Koret” for ladies’ handbags, 
where the evidence does not indicate any attempt by defendant to palm off its goods or to give 
impression that its goods are those of plaintiff. 361 


§ 4. Advertising. 


Defendant Lester Leibman, in calling himself Liebman and competing with plaintiff, J. B. 
Liebman & Company, under such name, also by displaying on his store front the sign “Liebman’s 
Toyland,” long used by plaintiff, and in otherwise featuring the name “Liebman” in his advertis- 
ing held guilty of unfair competition, and was enjoined from selling merchandise in the city of 
Burlington, New Jersey, and in the State of New Jersey, south of said city under the name “Lieb- 
man’s” or “L. Liebman Co.” 11 


§ 5. Literary and Dramatic Titles. 


“World War II in Picture” held not to be confusingly similar to “Pictorial History of the 
Second World War.” 241 


§ 6. Misleading Business Titles and Slogans. 


Where plaintiff carried on its custom tailoring business under the name “Dundee Woolen 
Mills, Custom Tailors” and featured the slogan “No Middleman’s Profits,” whereas he had no 
connection with any woolen mills, nor with any middlemen, plaintiff came into court with un- 
clean hands and his relief was conditioned on his eliminating from his name and advertising the 
misleading name and slogan. 18 


§ 7. Confusion Between Goods. 
It is not necessary to decide whether or not vitamin tablets are properly to be classified as a 
food in the same category with vegetable juice within the meaning of the registration statute 
where the gist of the action for infringement of the plaintiff’s mark is, as in the related cause of 


the action for unfair competition, confusion not as to the kind of product but as to the source of 
the product. 277 


§ 8. Misrepresentation. 
Use by petitioner of “Red Cross” antedating the Act of January 5, 1905, may not be enjoined 
by the Federal Trade Commission as unfair competition. 153 
§ 9. License Agreement. 
Right to exclusive use of a trade-name is not lost by permission granted to local agent to use 


such name. 238 


Owner of trade-name has a right to come into new territory as against a licensee who adopted 
use of plaintiff’s trade-name in such territory in bad faith. 238 


§ 10. Secondary Meaning. 
A geographical name, like “Dundee,” may come to signify a different style, design and work- 
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manship in suits and clothing, and one who adds a new meaning to such words should have the 
exclusive right to use them in this acquired sense. Plaintiff, therefore, who had for 26 years con- 
ducted a tailoring business in Reading, Pennsylvania, under the name “Dundee Woolen Mills, 
Custom Tailors,” held to have identified the name “Dundee” to the public exclusively with his 
business. 18 


The word “Fox” in defendant’s trade-name falsely suggests an association with the plaintiff's 
well established business. Use of the word “Fox” in defendant’s corporate name will be enjoined 
unless accompanied by a phrase disclaiming any connection with plaintiff. 52 


Where nationwide secondary meaning has been built up for the name “Brooks” in connection 
with tailored clothes defendant corporation will be enjoined from using the name “Brooks Cloth- 
ing of California, Ltd.,” particularly since that was not the name of anyone connected with de- 
fendant corporation. 99 


Use of red collar on defendant’s goods, and words “Stop Nut” which were generic before plain- 
tiff began to use them, enjoined in order to avoid confusion, it having been established that users 
of the plaintiff's products rely upon these indicia to distingush them. 353 


3. Suits ror UNFAIR COMPETITION. 


§ 1. Jurisdiction. 


It is not necessary, in order to justify judicial interference with the use of names, that there 
be intent to get an unfair share of another’s business; it is sufficient where the effect of defendant’s 
action is to produce confusion in the public mind and consequent loss to complainant. 18 


The determination of invalidity of a registration is not dispositive of the issue of unfair com- 
petition. 319 


Law of the state where the federal court sets governs in suit for unfair competition. 353 


§ 2. Pleading and Practice. 
Not finding the defendant guilty of trade-mark infringement or unfair competition, the court 


did not deem it necessary to pass upon the validity of plaintiff’s mark. 2 


Department store under name “Alexander’s Department Stores, Inc.,” doing large business 
in Bronx County held entitled under Section 964 of the Penal Code to an injunction restraining 
defendants from conducting a department store in Brooklyn under the same name. 121 


The burden is on the plaintiff to show that defendants are conducting their business in such 
a manner as to mislead the public into believing it is trading with plaintiff. Actual deception of 
public need not be shown. 297 


Federal Rules Civil Procedure 56(c). Motion for summary judgment shall be granted if 
pleadings, depositions and admissions, with affidavits if any, show that except as to amount of 
damages there is no genuine issue as to any material fact, and that the moving party is entitled 
to judgment as matter of law. 350 


§ 3. Evidence. 


Testimony used in state court action for unfair competition may not again be used in sub- 
sequent federal court action for common law trade-mark infringement. 221 


§ 4. Defenses. 


One of the limitations of the doctrine of unclean hands is that the wrong-doing of the plain- 
tiff must have been in reference to the very matter in controversy. 18 


a. Laches. 


Where defendant’s business was carried on openly and notoriously for a number of years to 
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the knowledge of plaintiff the latter is entitled to injunctive relief but not to damages or profits 
during such period. 99 


§ 5. Relief. 


a. Injunction. 


Defendant Lester Leibman, in calling himself Liebman and competing with plaintiff, J. B. 
Liebman & Company, under such name, also by displaying on his store front the sign “Liebman’s 
Toyland,” long used by plaintiff, and in otherwise featuring the name “Liebman” in his advertis- 
ing held guilty of unfair competition, and was enjoined from selling merchandise in the city of 
Burlington, New Jersey, and in the State of New Jersey, south of said city under the name “Lieb- 
man’s” or “L. Liebman Co.” 11 

Plaintiff, a wholesale manufacturer of dresses sold under the prior adopted mark “Your 
Heart Throb Fashion—U Must Try Me On,” held not entitled to restrain defendant from the use 
on its dresses, similarly sold, the words “Original Heartbeat Casual,” in as much as the word 
“Heart” appearing in both marks is publici jurts, the respective labels were identified by several 
distinguishing features and there was no evidence of confusion of customers. 16 


Where nationwide secondary meaning has been built up for the name “Brooks” in connection 
with tailored clothes defendant corporation will be enjoined from using the name “Brooks Cloth- 


ing of California, Ltd.,” particularly since that was not the name of anyone connected with de- 
fendant corporation. 99 


Where plaintiffs’ trade-mark “Atlas” and trade-name “Atlas Diesel” have acquired secondary 
meaning held defendant’s use of name “Atlas Diesel School, Inc.,” should be enjoined. 288 


Held plaintiff is entitled to injunctive relief where the clear and fair inference from all the 
testimony is that defendant deliberately adopted trade-name “Berkey” with full knowledge of 
plaintiff’s use of the trade-name “Berkley.” 362 


b. Use of Distinguishing Notice. 


Plaintiff I. J. Fox, Inc., entitled to injunctive relief against Fox Fur Co., Inc. The word 
“Fox” in defendant’s trade-name falsely suggests an association with the plaintiff’s well estab- 
lished business. Use of the word “Fox” in defendant’s corporate name will be enjoined unless 
accompanied by a phrase disclaiming any connection with plaintiff. 52 
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